Remarks: 

A Supplemental Information Disclosure Statement is being filed herewith to make 
of record references cited in a search report for a European patent application 
corresponding to the parent application of the present case. Since the search report 
issued more than three months before the filing of this paper, and the previous Office 
Action was made final, a Request for Continued Examination is filed herewith to assure 
entry and consideration of the Supplemental Information Disclosure Statement. 

In the Preliminary Amendment filed September 30, 2003 in the present case, it 
was noted that a typographical error in the original declaration had been discussed with 
the Examiner in the parent case during a telephone interview on April 7, 2003, and that 
the same error existed in the copy of the declaration submitted in this case. In the 
parent case, the Examiner indicated that he could waive the error and correct the filing 
year of PCT/US97/16731 to be September 18, 1997 instead of September 18, 2000 as 
listed on page 1 of the original declaration. The same waiver of error and correction 
was therefore requested in the present case. The outstanding Office Action is silent on 
the issue. Applicants request an indication as to whether the Examiner will make the 
same waiver and correction in the present case. 

In the outstanding Office Action, the specification was objected to. The reason 
stated was that, "the amended paragraph on page 1 of the specification omits the 
current status of parent SN 09/529,190." This objection is respectfully traversed. First, 
the parent application for the present case is U.S. Patent Application Serial No. 
09/527,170, not 09/529,190. Second, the fact that Serial No. 09/527,170 issued as U.S. 
Patent No. 6,627,233 is indicated in the amended paragraph submitted with the 
Preliminary Amendment. If there is some defect in the amended paragraph, the 
Examiner is invited to telephone Applicants' attorney to clarify the objection and 
authorize an Examiner's amendment. 

In the outstanding Office Action, claims 1-7 and 47 were rejected under 35 
U.S.C. § 112, second paragraph. While this rejection is not acquiesced to, these claims 
have been cancelled. This rejection is thus moot. 
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In the outstanding Office Action, claims 1-7, 41 and 47 were rejected under 35 
U.S.C. § 103(a) over various references. While this rejection is not acquiesced to, 
these claims have been cancelled. This rejection is thus also moot. 

In the outstanding Office Action, claims 30, 31 and 33 were rejected under 35 
U.S.C. § 101 as claiming the same invention as claims 24-26 of U.S. Patent No. 
6,627,233. This rejection is respectfully traversed. A double patenting rejection is only 
proper if the scope of the claim being rejected is identical to the scope of the claim in 
the issued patent. In the present case, claim 30 includes an additional element in the 
Markush group not found in claim 24 of the patent, namely "acyclic carboxamides". 
Claims 31 and 33 are dependant on claim 28, which requires the presence of N-2,3- 
trimethyl-2-isopropyl butanamide in the coating. Although this material could be 
included in coatings made by the patented method, neither of claims 25 and 26 require 
N-2,3-trimethyl-2-isopropyl butanamide to be in the coating. Hence, claims 30, 31 and 
33 are not of identical scope to claims of the issued patent. This rejection should thus 
be withdrawn. 

The outstanding Office Action includes two rejections based on obviousness-type 
double patenting, both predicated on U.S. Patent 6,627,233. While these rejections are 
not acquiesced to, submitted herewith is a terminal disclaimer over the patent. These 
rejections have thus also been overcome. 
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Since each of the reasons for the rejections have been overcome, it is believed 
that the case is in condition for allowance. An early notice of allowance is therefore 
respectfully requested. 

Respectfully submitted, 



/Steven P. Shurtz/ 
Steven P. Shurtz 
Registration No. 31,424 
Attorney for Applicants 

Dated: December 27, 2004 
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